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REMARKS/ARGUMENTS 

Claims 1-10 are pending in the application, claims 1 and 2 are withdrawn from 
consideration and claims 3-10 stand withdrawn and stand rejected. In response, claims 1 and 2 
have been canceled, claims 3, 6, 7, 8 and 10 have been amended, and the specification has 
been amended. No new matter has been added through this amendment. Entry of this 
amendment is hereby requested. 

With Respect to the Title, Page 2, Paragraph 5, of the Office Action: 

The United States Patent and Trademark Office has required that the title be amended to 
be reflective of the subject matter of the claims. In response, the title has been amended as 
suggested in the Office Action. Therefore, withdrawal of this objection is requested. 
With Respect to the Specification Informalities, Pages 2-3, Paragraph 6, of the Office 
Action: 

The United States Patent and Trademark Office indicated that certain trademarks in the 
specification are not capitalized. With respect to the mark "QIAGEN® Rneasy" (given as 
"Qiagen Rneasy" in the specification), the two occurrences in the specification have been 
capitalized and the registration symbol placed next to it. With respect to the mark "Biospec," 
this word is not being used as a trademark, but as a company name in the specification and 
therefore has not been capitalized. 

With Respect to the Double Patenting Rejection, Pages 3-4, Paragraphs 7-9, of the Office 
Action: 

Claims 3-10 stand rejected under the judicially created doctrine of obviousness type 
double patenting over claims 1-8 of United States Patent 6,254,863 Bl and claims 1-4 of 
United States 6,585,977. Terminal Disclaimers executed by the representative of the 
Applicant are provided with this response in order to obviate this rejection. Withdrawal of this 
rejection is hereby requested. 

With Respect to the Rejections Under 35 U.S.C. § 112, First Paragraph, Pages 4-5, 
Paragraph 10, of the Office Action: 

Claims 2-10 stand rejected under 35 U.S.C. § 112, first paragraph, for the reasons 
indicated on pages 4-5, paragraph 10, of the Office Action. The Applicant notes that the recA 
mutant of Porphyromonas gingivalis, which is deposited at ATCC under accession number 
* 202109, has already been made available to the public as indicated in the present Office Action 
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in connection with the parent application, in order for the parent application to issue. 
Withdrawal of this rejection is hereby requested. 

With Respect to the Rejection Under 35 U.S.C. § 112, First Paragraph, Pages 5-7, 
Paragraph 11, of the Office Action: 

Claims 3-10 stand rejected under 35 U.S.C. § 112, first paragraph, for the reasons 
indicated on pages 5-7, paragraph 11, of the Office Action. In response, claim 3 has been 
amended to incorporate the limitation of claim 1 and claim 1 has been canceled. With respect 
to claim 3, the Applicant notes that claim 3 does not claim that "the method [comprises] 
administering to the mammal at least one dose of the mutant of recA defective mutant of 
Porphyromonas gingivalis " but instead claims that "the method [comprises] administering to 
the mammal at least one dose of the mutant of a NON- VIRULENT, recA defective mutant of 
Porphyromonas gingivalis " (emphasis added) It is not merely that the bacteria is recA 
defective, but that it is also "non-virulent" that is critical to the present invention. 

The Applicant believes that the teaching in the present disclosure is sufficient to teach 
one of ordinary skill in the art to select any non-virulent, recA deficient mutant of 
Porphyromonas gingivalis for use in the claimed invention and that not to allow claim 3 as 
presently written would be to impermissibly limit the invention to a preferred embodiment. 
The Applicant has provided detailed instructions to one of ordinary skill in the art to create a 
useful mutant for the presently claim invention, but is not required to teach how to create all 
possible such mutants as indicated in the Office Action. 

In light of this, the Applicant requests reconsideration of the rejection of claims 3-10 
under 35 U.S.C. § 112, first paragraph. 

With Respect to the Rejections Under 35 U.S.C. § 112, Second Paragraph, Page 8, 
Paragraphs 12-13, of the Office Action: 

Claims 3-10 stand rejected under 35 U.S.C. § 112, second paragraph for the reasons 
indicated on page 8, paragraph 13 of the Office Action. In response, claims 1 and 2 have been 
canceled and claims 3, 6, 7 and 8 have been amended to obviate these rejections. Withdrawal 
of these rejections is hereby requested. 
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CONCLUSION 



Claims 3-10 are pending in the present application and are believed to be in 



condition for allowance. Therefore, a Notice of Allowance is earnestly solicited. If, however, 
there remain any issues which can be addressed by telephone with the Applicant's undersigned 
representative, the Examiner is encouraged to contact the undersigned. 



The Commissioner is hereby authorized to charge payment of any fees 



associated with this communication, including all Terminal Disclaimer fees and requests for 
extensions of time to respond to this Office Action, to Deposit Account No. 19-2090. 



Direct all Communications to: 

David A. Farah, M.D. 

SHELDON & MAK PC 

225 South Lake Avenue, Suite 900 

Pasadena, California 91101 

Tel.: (626)796-4000 

Fax: (626)795-6321 

CUSTOMER NO.: 23676 



Respectfully submitted, 



SHELDON & MAK PC 



A Professional Corporation 



Date: December 8, 2004 




David A. Farah, M.D. 
Reg. No. 38,134 
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A global bioscience nonprofit 
organization dedicated to biological 
standards and biodiversity 



10801 University Boulevard 
Manassas, Virginia 201 10-2209 USA 



Telephone: (703) 365-2700 
Facsimile: (703) 365-2701 
Internet: http://www.atcc.org/ 



Date: 



November 7, 2003 



To: 



David Farah, Esq. 
Sheldon & Mak 



From: 



ATCC Patent Depository 



Reference: "Non- Virulent Porphyromonas Gingivalis Mutant 
ATCC No. 202109 
U.S. Patent No.: 6,585,977 Bl 

In accordance with instructions contained in your letter of October 8, 2003, all restrictions on the 
distribution of ATCC No. 202109 were removed as of October 14, 2003. If you need further 
assistance please contact me. Thank you. 



Affiliated Organizations: American Association for Cancer Research. Inc • American Association of Immunologists • American Institute of Biological Sciences * American Phytopathological Society « 
American Society for Biochemistry and Molecular Biology • American Society for Cell Biology • American Society for Microbiology • American Society for Virology • American Society of Agronomy • 
American Society of Human Genetics • American Society of Parasitologists • American Society of Tropical Medicine and Hygiene • Canadian Federation of Biological Societies • Canadian Society of 
Microbiologists • Genetics Society of America • Infectious Diseases Society of America • Mycological Society of America * National Research Council - National Academy of Sciences • Pharmaceutical 
Research & Manufacturers of America (PhRMA) • Society for Industrial Microbiology • Society for Integrative & Comparative Biology * Society for In vitro Biology • Society for Leukocyte Biology • 
Society for Neuroscience • Society of Protozoologists * ATCC is a registered trademark of the American Type Culture Collection. 




Tanya Nulyially, Patent Sped 
ATCC Patent Depository 
(703) 365-2721 
nunnally@atcc.org 



